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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board

In re Thomson Multinedia Inc., by change ofEPane from
Thomson Consuner El ectronics, Inc.

Serial No. 75/573,721

Scott J. Stevens of Whodard, Emhardt, Naughton, Mriarty &
McNett for Thomson Multinedia Inc., by change of nanme from
Thomson Consuner El ectronics, Inc.

M Cat herine Faint, Trademark Exam ning Attorney, Law

O fice 103 (Dani el Vavonese, Acting Managi ng Attorney).

Bef ore Simms, Chapman and Drost, Adm nistrative Trademark
Judges.

Qpi ni on by Chapman, Adm nistrative Trademark Judge:
Applicant has applied to register the mark GEN US
THEATRE on the Principal Register for “tel evision receivers
and integrated receiver decoders.”EI

Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the

! Applicant’s change of name was recorded with the Assignnent
Branch of this Ofice at Reel 2222, Frame 0402.

2 Application Serial No. 75/573,721, filed October 20, 1998. The
application is based on applicant’s assertion of a bona fide
intention to use the mark in comrerce. Applicant disclained the
term*“theatre.”
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ground that applicant’s mark, if used on or in connection
with its specified goods, would so resenble the mark GEN US
REMOTE, which is registered for “renpte controller for

t el evi si on receivers,”3[hs to be likely to cause confusion
or to cause m stake, or to deceive.

Applicant has appeal ed. Both applicant and the
Exam ning Attorney have briefed the issues before us. An
oral hearing was not requested.

W affirmthe refusal to register. 1In reaching this
concl usi on, we have followed the guidance of the Court in
Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). 1In any |ikelihood of confusion
anal ysis, two key considerations are the simlarities
between the marks and the simlarities between the goods
and/or services. See Federated Food, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976); and In
re Azteca Restaurant Enterprises Inc., 50 USPQ2d 1209 (TTAB
1999) .

Before turning to the nerits, we nust address two
evidentiary matters. Applicant discussed on page eight of

its brief its list of several third-party registrations,

® Registration No. 1,592,814, issued April 24, 1990 to Hitachi

Sal es Corporation of America, Inc.; Section 8 affidavit accepted,
renewed. Registrant disclainmed the term“renote.” The cl ai med
date of first use is January 24, 1989.
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all of which include either the word “renote” or the word
“theater” or “theatre”@ and applicant also included with
its brief two exhibits, which are photocopi es of pages
printed fromthe Internet (Exhibit A is a one-page printout
fromonecall.comwebsite and Exhibit B is a three-page
printout fromH tachi’s website). The Exam ning Attorney
objected to the additional evidence submitted with
applicant’s brief, and she requested that the evidence be
excl uded.

Exhibit B is essentially identical (except for font
size) to the two-page printout fromHitachi’s website
i ncluded by a previous Exam ning Attorney with the Final
O fice action dated Novenber 7, 2000. Thus, this materi al
was al ready of record and applicant need not have
resubmtted it.

The record in an application should be conplete prior
to the filing of an appeal, and additional evidence filed
after appeal wll be given no consideration by the Board.
See Trademark Rule 2.142(d), and TBMP 81207.01. |Inasnuch
as applicant’s discussion of several third-party

registrations (contained within its brief), and Exhibit A

“ Informationally, nere lists of registrations are not sufficient
to nake them of record. The Board does not take judicial notice
of registrations residing in the USPTO See In re Duofold Inc
184 USPQ 638 (TTAB 1974); and Inre F.C. F. Inc., 30 USPQ2d 1825
(TTAB 1994).
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(attached to its brief) were first raised or filed after
t he appeal, and the Exam ning Attorney objected thereto,
this additional argunent and evidence is untinely pursuant
to Trademark Rule 2.142(d). Accordingly, they have not
been considered in maki ng our decision.E

W now turn to the nerits of the appeal. Considering
first the respective goods, it is well settled that they
need not be identical or even conpetitive to support a
finding of likelihood of confusion. Rather, it is
sufficient that the goods are related in sone manner or
that the circunstances surrounding their marketing are such
that they would likely be encountered by the sane persons
under circunstances that could give rise to the m staken
belief that they enmanate fromor are associated with the

sanme source. See In re Peebles Inc., 23 USP@d 1795 (TTAB

> Citing Inre Bed & Breakfast Registry, 791 F.2d 157, 229 USPQ
818 (Fed. Cir. 1986), applicant argued that fairness dictates
that the Board shoul d consi der applicant’s evidence on | earning-
type universal renote controls; or alternatively, applicant
requested that we take judicial notice “of the fact that

| earni ng-type renote controls are common and wel | -known in the
i ndustry” (reply brief, p. 2). 1In the Bed & Breakfast Registry
case, the evidence in question involved excerpted stories from
Nexi s and applicant had offered the full stories. (The Court
concl uded that the Board s exclusion of the full stories was
harm ess error.) Applicant’s request that we consider the
untinely evidence is denied.

Applicant’s alternative request for judicial notice is denied
because we find it is not a kind of fact subject to judicial
notice pursuant to Fed. R Evid. 201. See also, TBMP §712.

We hasten to add that even if we considered the excl uded
evidence, it would not alter our decision.
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1992); and Monsanto Co. v. Enviro-Chem Corp., 199 USPQ 590
(TTAB 1978).

Al so, it has been repeatedly held that, when
eval uating the issue of likelihood of confusion in Board
proceedi ngs regarding the registrability of marks, the
Board is constrained to conpare the goods as identified in
the application with the goods as identified in the
registration. See Cctocom Systens Inc. v. Houston Conputer
Services Inc., 918 F.2d 937, 16 USPQ@d 1783 (Fed. GCir
1990); and Canadi an I nperial Bank of Commerce, Nati onal
Association v. Wlls Fargo Bank, 811 F.2d 1490, 1 USPQd
1813 (Fed. Cir. 1987).

In this case applicant’s “tel evision receivers and
i ntegrated receiver decoders” and registrant’s “renote
controller for television receivers” are conpl enentary,
closely related products. The renote controls for
tel evision receivers are obviously used for the specific
purpose of and in close conjunction with the tel evision
receivers. See Data Packagi ng Corporation v. Mrning Star,
Inc., 212 USPQ 109 (TTAB 1981); and Lexicon, |ncorporated
v. Lexicon Misic, Inc., 225 USPQ 201 (TTAB 1985).

Mor eover, the Exam ning Attorney submtted copies of
several third-party registrations, which issued on the

basis of use in conmerce, to denonstrate the rel ationship
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bet ween the invol ved goods, by show ng in each instance
that a single entity has adopted a mark for television
receivers (and decoders) and renote controls for sane.

Third-party registrations are not evidence of
comerci al use of the marks shown therein, or that the
public is famliar with them Nevertheless, third-party
regi strations which individually cover a nunber of
different items and which are based on use in conmmerce have
probative value to the extent they suggest that the listed
goods or services emanate froma single source. See In re
Al bert Trostel & Sons Co., 29 USPQ2d 1783, 1785 (TTAB
1993); and In re Mucky Duck Mustard Co., Inc., 6 USPQRd
1467, footnote 6 (TTAB 1988).

Regardi ng the channel s of trade and the purchasers,
because the respective identifications include no
restrictions, the Board nmust consider that the parties’
respecti ve goods could be offered and sold to the sane
cl asses of purchasers through all normal channels of trade
for such goods. See Canadi an | nperial Bank of Commerce v.
Wl s Fargo Bank, supra; and In re Smth and Mehaffey, 31
USPQ2d 1531 (TTAB 1994). In fact, applicant acknow edged
that while its goods are sold through “specialized or
dedi cated el ectronics stores, rather than nmass nmerchant or

di scount stores,” registrant’s goods “al though they nmay
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often be found in such specialized stores, are often
mar ket ed t hrough di scount nmass nerchants.” (Brief, p. 7.)
(Enmphasi s added.)

Based on the record before us, we readily concl ude
that applicant’s goods are related to registrant’s goods.

Turning to the marks, when anal yzing applicant’s mark
and the registered mark, it is not inproper to give nore
wei ght to a dom nant feature of a mark, provided the
ultimate conclusion rests on a consideration of the marks
intheir entireties. See In re Dixie Restaurants Inc., 105
F.3d 1405, 41 USP@@d 1531 (Fed. Cir. 1997); In re Nationa
Data Corporation, 753 F.2d 1056, 224 USPQ 749 (Fed. Gr.
1985); and In re Appetito Provisions Co. Inc., 3 USPQd
1553 (TTAB 1987). The word GENIUS is the dom nant portion
of both marks. 1In conparing the marks GENI US THEATRE and
GENI US REMOTE, there are obvious simlarities between the
mar ks i n sound, appearance and neaning. The first word in
the marks is identical, followed by a descriptive or
generic term Al though the marks include the terns
“THEATRE” and “REMOTE” respectively, these
descriptivel/ generic designations hardly serve to
di stingui sh the marks in any neani ngful way. Moreover, it
is the first part of a mark which is nost likely to be

i npressed upon the mnd of a purchaser and be renenbered by
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the purchaser. See Presto Products Inc. v. N ce-Pak
Products Inc., 9 USPQd 1895, 1897 (TTAB 1988).

Purchasers are unlikely to distinguish the marks based
on the descriptivel/generic second word, when the arbitrary
initial word is identical in both marks. This is
particularly true when considering the recollection of the
average purchaser, who normally retains a general, rather
than a specific, inpression of the nmany trademarks
encountered. That is, the purchaser’s fallibility of
menory over a period of time nust also be kept in mnd.

See Grandpa Pidgeon’s of Mssouri, Inc. v. Borgsmller, 477
F.2d 586, 177 USPQ 573 (CCPA 1973); and Spoons Restaurants
Inc. v. Morrison Inc., 23 USPQd 1735 (TTAB 1991), aff’'d
unpub’d (Fed. Cr., June 5, 1992).

In this case, the connotation created by the marks
GENI US THEATRE and GENI US REMOTE is essentially the sane
when used in relation to the respective goods, television
receivers (wth decoders) and renote controllers for
television receivers. That is, both marks refer to the
concept of a “genius” or soneone or sonething with
exceptional intellectual power. See The Wl la Corporation
v. California Concept Corporation, 558 F.2d 1019, 194 USPQ
419 (CCPA 1977). We do not agree with applicant that

registrant’s mark will suggest to consumers “sone ability
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to learn functionality and interoperability between
conponents, a nmjor characteristic of |earning universal
renote control s” whereas applicant’s mark “does not bring
to mnd any existing product or product category.” (Reply
brief, p. 2.) W are not persuaded that the purchasing
public will pay such close attention to the m nor
differences in the marks or that they will analyze the

mar ks t hrough the technical nethod suggested by applicant.
See Kangol Ltd. v. KangaROOS U.S. A Inc., 974 F.2d 161, 23
USPQ2d 1945 (Fed. G r. 1992); and Chem cal New York Corp.
v. Conmar Form Systens, Inc., 1 USPQR2d 1139 (TTAB 1986).

The marks, when considered in their entireties, are
simlar in sound, appearance, and connotation, creating a
simlar conmmrercial inpression.

Even if purchasers specifically realize that there are
sone differences between the involved marks, they may
believe that applicant’s mark is sinply a version of
registrant’s mark for a new product offered by registrant,
Wi th both serving to indicate origin in the sane source.

Whil e we have no doubt in this case, if there were any
doubt on the question of |ikelihood of confusion, it mnust
be resol ved agai nst the newconer as the newconer has the
opportunity of avoiding confusion, and is obligated to do

so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQRd
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1315 (Fed. G r. 1997); and In re Hyper Shoppes (GChio) Inc.,
837 F.2d 840, 6 USP@d 1025 (Fed. Cir. 1988).
Decision: The refusal to register under Section 2(d)

is affirned.
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